








3. the Intellectual Property was created by a Visitor pursuant to a written agreement
providing for a transfer of the ownership of such Intellectual Property to the
University.

Creators/Inventors will provide, upon request by the University, assignments or other
documents necessary to perfect the University’s ownership rights upon their employment,
or as otherwise requested, and in accordance with this Research Policy. Creators/Inventors
agree to cooperate in the execution of any documents required by the University to record
and/or perfect the University’s ownership interest in Intellectual Property.

Creators/Inventors of University Intellectual Property have no imdependent right or
authority to convey, assign, encumber, or license such Intellectual Property other than to
University. Furthermore, to avoid any potential for a conflict of interest, Faculty, Students,
and Staff may not enter into a consulting agreement that is in conflict with any provision
of this Research Policy.

5.2 Intellectual Property Agreements

By conducting any research on behalf of University either under a sponsored research
agreement or with the Substantial Use of University resources or use of funds administered
by University, all individuals subject to this Research Policy, including, but not limited to,
Faculty, Staff, Students, and Visitors, agree to assign and hereby do assign to the University
all of therr title, right and interest to Intellectual Property created through the use of such
Significant Use and to promptly execute and deliver all documents and other instruments
as are reasonably necessary to reflect Duquesne University’s ownership of this Intellectual
Property.

Non-employees, including Visitors, such as visiting scientists and fellows, who mtend to
participate in research projects that employ (i) the use of University funds and/or (ii)
Significant Use of resources and/or (ii1) the use of third party funds or materials obtained
through University must enter into an agreement that addresses the management of
intellectual property and confidentiality consistent with the provisions of this Research
Policy and the federal funding and/or contractual obligations of University prior to
participating in any such research. The terms of such agreement will depend on the research
being contemplated, the obligations of University with respect to that research, and the
assignment obligations of the non-employee.

5.2. Copyrightable Intellectual Property

Copyright law encourages the creative efforts of authors, artists and others by providing
for exclusive rights to reproduce and distribute copies of the work, to display or perform
publicly the work, and to create derivative works. Generally, under copyright law,
employers own the copyrights to works produced by employees in the course and scope of
their employment, unless the employer has a policy that provides otherwise. It 1s the intent
of'the University under this policy to foster the traditional freedoms of Faculty and Students
in matters of publication and dissemination of scholarly, educational and creative works,
and to facilitate the academic interests of the University in the continuity of research and
educational programs. To do so, this policy provides that Faculty and Students own the
copyrights to works they produce during their academic careers at the University, subject
to limited contractual exceptions and, in certain circumstances, limited use rights. It is the
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purposes; or (1i1) published or otherwise placed in the public domain. Disclosures of
Intellectual Property to the University should be made using the “Invention Disclosure
Form” available at https://www.duq.edu/research/intellectual-property-and-technology-
transfer. Nothing in this Research Policy is meant to limit or restrict the right of the Faculty,
Students, and Staff to publish results of their research, subject to reasonable delays to
preserve patent or other Intellectual Property rights, or as required by third-parties in
research agreements.

When uncertain whether the University has an ownership mterest in the Intellectual
Property, notify the ORI of the Intellectual Property and the ORI will promptly review and
determine the rights to the Intellectual Property in question according to this Research
Policy. Any question of interpretation or dispute as to ownership rights of Intellectual
Property under this Research Policy shall be settled as stated under Section 7.6.

6.2. Review

Upon receipt of the Invention Disclosure Form, the ORI will ensure that the ownership
rights are properly defined, which may include execution of documents to record and/or
perfect appropriate ownership interests in Intellectual Property. The ORI will evaluate the
Intellectual Property on the basis of protectability, including patentability, and commercial
feasibility. The Creators/Inventors will be informed in writing of the action the University
intends to pursue with respect to the Intellectual Property; this communication will
normally take place within six months of the disclosure of the Intellectual Property to the
ORI. The University may, at any time, elect not to pursue legal protection or
commercialization, m which case the ORI will notify the Creators/Inventors of such
decision m writing. At any time after disclosure of the Intellectual Property to ORI,
Inventors/Creators may request the University release to the Inventors/Creators the
University’s rights to the Intellectual Property under appropriate terms, as explained below.

The University, in its sole discretion and consistent with the public interest, (1) may choose
not to assert its ownership rights in any Intellectual Property; or (i1) may decide to assign
its ownership rights in such Intellectual Property to the Creators/Inventors or (iii) may
decide to license its rights in such Intellectual Property to the Inventors/Creators on an
exclusive or nonexclusive basis (Subsections (1), (i1), (i11) collectively called “Release™).
Decisions regarding whether to issue a Release of Intellectual Property to
Creators/Inventors shall take into account the stage of development of the Intellectual
Property and the obligations, if any, the University has assumed from any contracts or
agreements for the development of such Intellectual Property. In general, a Release will
not be granted for Intellectual Property that has not been reduced to practice or for
Intellectual Property that is a future or possible outcome of proposed research.
Additionally, a Release will not be granted if the Intellectual Property is contractually
obligated to an entity or such Release would result in an unmanageable conflict of interest
or conflict of commitment. Questions about Releases should be directed to ORI.

Each and every Intellectual Property Release to Creators/Inventors will specify income
rights for the University and may further impose other limitations or obligations, including,
but not limited to, a nonexclusive license for the University to use the released Intellectual
Property for teaching, scholarly, and other academically related purposes, nonprofit
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research, and to comply with United States government reporting and license requirements.
Releases may additionally require the Creators/Inventors to demonstrate an ongoing
technical and financial capability to commercialize the released Intellectual Property.
When the Release is issued in the form of a license, the Inventors/Creators will be required
to assume the future costs of filing and prosecuting such patent application and maintaining
any patent rights when a patent is issued.

6.3. Licensing Intellectual Property

The University wants to encourage and advance the commercial application of University
research for the public good through the licensing and commercialization of its Intellectual
Property. However, the research and teaching missions of the University take precedence
over intellectual property considerations, and the direction of the University research
should not be guided or unduly influenced by patent considerations or personal financial
interests. Any license agreements between the University and commercial entities must not
undermine the University’s basic missions of education and research and must be carried
out in a manner that does not create an unmanageable conflict of interest, actual or
perceived, for the University or its Faculty, Students, and Staff. Additionally, all license
agreements must provide appropriate legal protection for the University and its Faculty,
Students, and Staff and must not restrict the University’s research and publication
activities, and must comply with relevant laws and regulations.

Based on the University’s assessment of any commercial interest in the University-Owned
Intellectual Property, the University may negotiate with one or more potential licensees.
The University may accept equity as consideration for a license transaction for University-
Owned Intellectual Property. All decisions as to licensing or other disposition of
Intellectual Property owned by the University, and liquidation of any consideration
recetved by the University for such licensing, are at the sole discretion of the University,
consistent with the University’s delegation of authority.

6.4. Management and Distribution of Revenue
6.4.1. Division of Proceeds

In those instances where the University licenses its rights in Intellectual Property to third
parties, the full cost of such licensing activities, including, but not limited to, marketing
and the legal costs associated with patent or other mntellectual property protection, including
those related to any dispute resolution, must first be captured from any royalties or other
license payments received by the University before any further income distribution can be
made. Additionally, the University may retain a portion of the royalty and other
income/consideration received from such a license in order to meet known future or
expected expense obligations. In the majority of cases, the remainder of any such income
(including, but not limited to, license fees, prepaid royalties, minimum royalties, running
royalties, milestone payments, and sublicense payments, etc.) shall be divided as follows:

Creators/Inventors will receive one-third of the Net Proceeds arising from such
commercial exploitation and the University will receive two-third of the Net
Proceeds arising from such commercial exploitation (see Net Proceeds Distribution
table). This division of Net Proceeds will apply to all licenses executed by the
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University on or after the effective date of this Research Policy, regardless of when
the underlying Intellectual Property was disclosed to the ORI.

Net Proceeds Distribution

Inventor(s)/Creator(s) University Share
Share
33.33% 66.67%

In the case of any potential material non-cash proceeds from a license transaction
(other than equity, which 1s discussed in section 6.4.4 below), the
Creators/Inventors will meet with the ORI prior to the execution of the license to
resolve any allocation, if any, of such non-cash proceeds that is reasonable under
the circumstances.

6.4.2. Allocation of Net Proceeds

If there is more than one Creator/Inventor, then the Creators/Inventors share of the
Net Proceeds shall be divided and shared among the Creators/Inventors in
accordance with an explicit written agreement executed by all of the
Creators/Inventors of the licensed Intellectual Property (“Revenue Sharing
Agreement”). Each Revenue Sharing Agreement should clearly state how the Net
Proceeds are to be distributed among the Creators/Inventors in terms of percentages
or other similar means. A Revenue Sharing Agreement may be changed at any time
with the written consent of all named Creators/Inventors who executed the original
Revenue Sharing Agreement. A Revenue Sharing Agreement must be in place and
presented to ORI prior to the distribution of any Net Proceeds. The University is
under no obligation to resolve any disagreements between or among the
Creators/Inventors. However, the ORI reserves the right to intervene, at its
discretion, to aid in dispute resolution. All expenses of dispute resolution that may
be incurred by the University will be deducted as an additional expense prior to
distribution of Net Proceeds. In the absence of a Revenue Sharing Agreement
specifying an allocation of Net Proceeds, the University will distribute Net
Proceeds to Inventors/Creators in proportion to the percent contribution indicated
in the Invention Disclosure Form. If there is more than one Intellectual Property
docket maintained by the ORI that is being licensed in a single license transaction,
the University will distribute Net Proceeds divided equally between or among
dockets unless there is a unanimous written agreement between or among all
relevant Creators/Inventors prior to the execution of the license. A docket typically
includes an initial disclosure of Intellectual Property covered by this Research
Policy to the ORI, as described in subsection 6.1, as well as any dependent or
corresponding supplemental disclosures by the same Creators/Inventors, and any
resulting Intellectual Property rights. This Research Policy will not affect any
separate arrangements or agreements, existing on the effective date of this Research
Policy, concerning an alternative allocation of Net Proceeds between or among the
Creators/Inventors or between the Creators/Inventors and the University.
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6.4.3. Distribution of Net Proceeds

In general, the ORI will distribute the Net Proceeds in accordance with this
Intellectual Property Policy within a reasonable period of time after receipt thereof
but no less frequently than one time per year; with each such distribution, ORI will
include a summary of the total income received and the manner in which such
mcome was, or will be, distributed. In the event that no such income distribution is
to be made, the Creators/Inventors will be provided a summary of any license
revenue received and/or retained by the University for that year.

The University will use reasonable efforts to distribute any Net Proceeds to any
Creator/Inventor who is no longer associated with the University, provided,
however, that it is the sole obligation of such Creator/Inventor to maintain current
contact information with the ORI for such purposes. In the event of the death of a
Creator/Inventor, any Net Proceeds due to the Creator/Inventor will be distributed
to their estate, in accordance with this Research Policy and applicable law.

Distribution of Net Proceeds to a Creator/Inventor will cause tax consequences to
the Creator/Inventor, which are the sole responsibility of the Creator/Inventor.

6.4.4. License-Derived Equity

Ifthe University and any Creators/Inventors are to receive any equity, or other class
of securities, as consideration in a license transaction for University-Owned
Intellectual Property, then all of the equity will be held by the University and
managed by the University’s Treasurer’s Office or its designee. The University will
seek to liquidate such equity as soon as reasonably practicable, usually mn the public
market, rather than seek to maximize the return on the equity by trying to time the
sale of the equity. The University does not act as a fiduciary for any Inventor or
Creator concerning such equity, and no Creators/Inventors will have any right to
vote or direct the disposition of such equity held by the University. The University
has no obligation or duty to a Creators/Inventors regarding the relative value
realized upon liquidation of such equity, or with respect to any personal tax
obligations that may arise as a result of the receipt by the Creators/Inventors of a
portion of the Net Proceeds from the disposition of such equity. Once the equity is
liquidated, the proceeds will be treated as cash proceeds of the applicable license
transaction and distributed as Net Proceeds under the terms of this Research Policy.

6.5. Resolution of Disputes

Any question of interpretation or claim arising out of this Research Policy, or dispute as to
ownership rights of Intellectual Property under this Research Policy, shall be settled by the
following procedure:

1. The question/claim must first be submitted to the ORI in the form of a letter setting
forth the grievance or issue to be resolved.

2. The Vice President for Legal Affairs and General Counsel, in consultation with the
President, shall appoint an Ad Hoc Intellectual Property Adjudication Committee
of five members (including three Faculty members) to review the matter and advise
the Provost of its recommendation for how to resolve the dispute.
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